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phenyl. On page 13, line 22 naphthyl is also referred to which falls 
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Present claims 1 and 3-89 relate to an extremely large number of possible 
compounds/methods. Support within the meaning of Article 6 PCT and/or 
disclosure within the meaning of Article 5 PCT is to be found, however, 
for only a very small proportion of the compounds/methods claimed. In the 
present case, the claims so lack support, and the application so lacks 
disclosure, that a meaningful search over the whole of the claimed scope 
is impossible. Consequently, the search has been carried out for those 
parts of the claims which appear to be supported and disclosed, namely 
those parts relating to the compounds/methods where X is a direct bond 
(as is found in all of the exemplified compounds) 

One reason for the limitationis due to the ambiguity as to what is really 
claimed. It is noted, from the description, but not the claims, that aryl 
is not meant to have the standard meaning given to it by IUPAC. Not only 
are non standard meanings (e.g. heteroaromatic ) intended, but also the 
term "optionally substituted" with no limitation as to the type and 
amount of substitution. The term 2optionally substituted" is not allowed 
for the reasons given in the first 2 sentences of this paragraph. It is 
further noted that there are no examples of "aryl" being other than 
phenyl. On page 13, line 22 naphthyl is also referred to which falls 
within the classic definition of aryl. Accordingly aryl has been 
understood to only refer to phenyl and naphthyl. 

The applicant's attention is drawn to the fact that claims, or parts of 
claims, relating to inventions in respect of which no international 
search report has been established need not be the subject of an 
international preliminary examination (Rule 66.1(e) PCT). The applicant 
is advised that the EPO policy when acting as an International 
Preliminary Examining Authority is normally not to carry out a 
preliminary examination on matter which has not been searched. This is 
the case irrespective of whether or not the claims are amended following 
receipt of the search report or during any Chapter II procedure. 
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Aminocycloalkyl cinnamicle compounds (I) are disclosed. The compounds of the present 
invention may be incorporated in compositions and kits. The present invention also discloses 
a variety of in vitro and in vivo uses for the compounds and compositions, including the 
treatment of arrhythmia and the production of local analgesia and anesthesia. 
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Ri> R 2 > R 3> R 4i R 5) R 13 , X and A are as in claim 1 
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NORTRAN PHARMACEUTICALS INC.et al. 



1 . This international preliminary examination report has been prepared by this International Preliminary Examining Authority 
and is transmitted to the applicant according to Article 36. 

2. This REPORT consists of a total of 7 sheets, including this cover sheet. 

□ This report is also accompanied by ANNEXES, i.e. sheets of the description, claims and/or drawings which have 
been amended and are the basis for this report and/or sheets containing rectifications made before this Authority 
(see Rule 70.16 and Section 607 of the Administrative Instructions under the PCT). 

These annexes consist of a total of sheets. 



3. This report contains indications relating to the following items: 
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II 
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III 
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VI 
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VII 




VIII 





Basis of the report 
Priority 

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 
Lack of unity of invention 

Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations suporting such statement 

Certain documents cited 

Certain defects in the international application 

Certain observations on the international application 
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International application No. PCT/CA00/002 1 7 



I. Basis of the report 

1 . This report has been drawn on the basis of (substitute sheets which have been furnished to the receiving Office in 
response to an invitation under Article 14 are referred to in this report as "originally filed" and are not annexed to 
the report since they do not contain amendments (Rules 70. 16 and 70.17).): 
Description, pages: 

1-51 as originally filed 

Claims, No.: 

1-89 as originally filed 



2. With regard to the language, all the elements marked above were available or furnished to this Authority in the 
language in which the international application was filed, unless otherwise indicated under this item. 

These elements were available or furnished to this Authority in the following language: , which is: 

□ the language of a translation furnished for the purposes of the international search (under Rule 23.1 (b)). 

□ the language of publication of the international application (under Rule 48.3(b)). 

□ the language of a translation furnished for the purposes of international preliminary examination (under Rule 
55.2 and/or 55.3). 

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, the 
international preliminary examination was carried out on the basis of the sequence listing: 

□ contained in the international application in written form. 

□ filed together with the international application in computer readable form. 

□ furnished subsequently to this Authority in written form. 

□ furnished subsequently to this Authority in computer readable form. 

□ The statement that the subsequently furnished written sequence listing does not go beyond the disclosure in 
the international application as filed has been furnished. 

□ The statement that the information recorded in computer readable form is identical to the written sequence 
listing has been furnished. 

4. The amendments have resulted in the cancellation of: 

□ the description, pages: 

□ the claims, Nos.: 

□ the drawings, sheets: 

5. □ This report has been established as if (some of) the amendments had not been made, since they have been 

considered to go beyond the disclosure as filed (Rule 70.2(c)): 
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(Any replacement sheet containing such amendments must be referred to under item 1 and annexed to this 
report.) 



6. Additional observations, if necessary: 



III. Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 

1 . The questions whether the claimed invention appears to be novel, to involve an inventive step (to be non- 
obvious), or to be industrially applicable have not been examined in respect of: 
□ the entire international application. 

H claims Nos. 11,13,15,17,19,21,23,25^ 59,61,63,65,67 ,69, 

71,73,75,77,79,81,83,85. 



because: 

S the said international application, or the said claims Nos. 

11 13 15,17,19,21,23,25,27,29,31,33,35,37,39,41,43,45,47,49,51,53,55,57, 59,61,63,65,67 ,69, 
71 J3J5J7J9& ,83,85 relate to the following subject matter which does not require an international 
preliminary examination (specify): 
see separate sheet 

□ the description, claims or drawings (indicate particular elements beloW) or said claims Nos. are so ur 
that no meaningful opinion could be formed (specify): 



□ the claims, or said claims Nos. are so inadequately supported by the description that no meaningful opinion 
could be formed. 

□ no international search report has been established for the said claims Nos. . 

2 A meaningful international preliminary examination report cannot be carried out due to the failure of the nucleotide 
and/or amino acid sequence listing to comply with the standard provided for in Annex C of the Administrative 
Instructions: 

□ the written form has not been furnished or does not comply with the standard. 

□ the computer readable form has not been furnished or does not comply with the standard. 



V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 

1. Statement 

Novelty (N) Yes: Claims - 

No: Claims 
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Inventive step (IS) Yes: Claims - 

No: Claims 

Industrial applicability (IA) Yes: Claims - 

No: Claims 

2. Citations and explanations 
see separate sheet 

VII. Certain defects in the international application 

The following defects in the form or contents of the international application have been noted: 
see separate sheet 

VIII. Certain observations on the international application 

The following observations on the clarity of the claims, description, and drawings or on the question whether the 
claims are fully supported by the description, are made: 
see separate sheet 
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1). Present claims 1 and 3-89 relate to an extremely large number of possible 
compounds/methods. Support within the meaning of Article 6 PCT and/or 
disclosure within the meaning of Article 5 PCT is to be found, however, for only a 
very small proportion of the compounds/methods claimed. In the present case, the 
claims so lack support, and the application so lacks disclosure, that a meaningful 
search over the whole of the claimed scope is impossible. Consequently, the 
search has been carried out for those parts of the claims which appear to be 
supported and disclosed, namely those parts relating to the compounds/methods 
where X is a direct bond (as is found in all of the exemplified compounds). It is 
noted, from the description, but not the claims, that aryl is not meant to have the 
standard meaning given to it by IUPAC. Not only are non standard meanings (e.g. 
heteroaromatic ) intended, but also the term "optionally substituted" with no 
limitation as to the type and amount of substitution. The term "optionally 
substituted" is not allowed for the reasons given in the first 2 sentences of this 
paragraph. It is further noted that there are no examples of "aryl" being other than 
phenyl. On page 13, line 22 naphthyl is also referred to which falls within the 
classic definition of aryl. Accordingly aryl has been understood to only refer to 
phenyl and naphthyl in terms of the search. The examination has been limited to 
what was searched. 

Since there is no claim which has been fully searched it is not posssible to give a 
clear opinion on novelty, inventive step or industrial applicability on any of the 
claims in their current form. 



2). Relevant prior art is provided by: 

(A) EP380063 

(B) US41 79501 

(C) WO93/19056 

(D) US4598087 

(E) US4656182 

(F) US4663343 

(G) US5506257 

(H) J.MED.CHEM, 1990, vol 33, pp3100-3110 
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The Applicant has not explained the reason for the provisos found in claim 1 . If 
they are intended to exclude some unacknowledged prior art known to the Appli- 
cant the said prior art should be cited (Rule 5.1 (a) (ii) PCT) and copies of the 
relevant documents forwarded to the Examiner. 

3) . The current application is novel vis-a-vis (H) on account of the proviso and is 

novel vis-a-vis (A)-(G) primarily on account of the double bond. 

4) . The compounds of the current application are useful as anti-arrhythmic agents 

and as analgesics. (H) is not relevant for inventive step since it describes sigma 
receptor ligands. (A)-G) are relevant for inventive step since they all describe 
compounds with the ability to act as anti-arrhythmic agents or as analgesics. The 
structural difference caused by the structural modification is essentially the 
replacement of an alkyl group (e.g. (C) or a direct bond (e.g. (A) or (B)) or an alkyl 
bond optionally containing -O- or -S- (e.g. (E)) by an ethylene group. This 
structural modification means a change to a conjugated system with a reduced 
structural flexibility on account of the double bond. An inventive step can therefore 
be acknowledged or claimed matter which actually has the desired activity. 

It must be made credible that essentially all of the claimed matter solves the given 
problem. With the present scope of the claims this is not the case. The expression 
in the claims "aryl" and derivatives thereof are non-limitative and are therefore not 
regarded as obvious modifications or equivalents of the examples which have 
been given in the description. Accordingly, the said expressions should be re- 
stricted in this respect to the particular meanings specified in the description e.g. 
page 13 (Article 6 PCT). It should be borne in mind that only those compounds 
which are suitable for solving the problem underlying the present application can 
be claimed. 

5) . Claims 11,13,15,17,19,21,23,25,27,29,31,33,35,37,39,41,43,45,47,49, 

51,53,55,57, 59,61,63,65,67 ,69, 71,73,75,77,79,81,83,85 relate to subject-matter 
considered by this Authority to be covered by the provisions of Rule 67.1 (iv) PCT. 
Consequently, no opinion will be formulated with respect to the industrial 
applicability of the subject matter of these claims (Article 34(4)(a)(i)PCT). 
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6) . The reference on page 34 to "not by way of limitation" should be deleted (Art 6 

PCT). 

7) . The Applicant has not cited the prior art documents (A)-(H) (Rule 5.1 (a) (ii) PCT). 

8) . Independent claim 2 should refer back to claim 1 (Article 6 PCT). 
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